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Application/Control Number: 10/087,913 Page 2 

Art Unit: 1751 

Receipt is acknowledged of papers submitted under 35 
U.S.C. 119(a) -(d), which papers have been placed of record in 
the file. 

The listing of references in the specification is not a 
proper information disclosure statement. 3 7 CFR 1.98(b) 
requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP 
§ 609 A(l) states, "the list may not be incorporated into the 
specification but must be submitted in a separate paper." 
Therefore, unless the references have been cited by the examiner 
on form PTO-892, they have not been considered. 

Restriction to one of the following inventions is required 
under 35 U.S.C. 121: 

I. Claims 1-9, drawn to conductive particles/paste, 
classified in class 252, subclass 512. 

II. Claims 10-17, drawn to an electronic device, 
classified in class 428, subclass 544+. 

The inventions are distinct, each from the other because of 
the following reasons: 

Inventions of Group I and Group II are related as mutually 
exclusive species in an intermediate- final product relationship. 
Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final 
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Art Unit: 1751 

product (MPEP § 806.04(b), 3rd paragraph), and the species are 
patentably distinct (MPEP § 806.04(h)). m the instant case, 
the intermediate product is deemed to be useful as a conductive 
adhesive or solder and the inventions are deemed patentably 
distinct since there is nothing on this record to show them to 
be obvious variants. Should applicant traverse on the ground 
that the species are not patentably distinct, applicant should 
submit evidence or identify such evidence now of record showing 
the species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the 
examiner finds one of the inventions anticipated by the prior 
art, the evidence or admission may be used in a rejection under 
35 U.S.C. 103(a) of the other invention. 

Because these inventions are distinct for the reasons given 
above and have acquired a separate status in the art as shown by 
their different classification and recognized divergent subject 
matter, and because the searches required for these distinct 
groups are not coextensive, restriction for examination purposes 
as indicated is proper. 

During a telephone conversation with Mr. Donald Hanson on 
9/15/03 a provisional election was made with traverse to 
prosecute the invention of Group I, claims 1-9. Affirmation of 
this election must be made by applicant in replying to this 
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Office action. Claims 10-17 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn 
to a non-elected invention. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

i*i i nvention . w as known or used by others in this country, or patented or 
described in a prxnted publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or 

yearprfor C to n the S/" on ^ ** this country, Sre tnan one 

year prior to the date of application for patent in the United States. 

undefsectlon'll^br t^^f " a PP licati °" patent, published 

under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 

EEES? ^W" 6 f ° r Pat6nt ' SXCept that an international 
SS'fT fll6d UndSr the treat ^ defined ^ action 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
language ^ 21(2) ° f SUCh ^ ^ ^ English 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

^L^T^ T Y bS obtained thou 9h the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 

art : r nuc\ t h : t ee C h the s ^ ect matter sou9ht to be patented 

the 2 I 3eCt matt6r aS 3 Wh ° le would have been obvious at 

the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall Ll be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
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establishing a background for determining obviousness under 3 5 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1-3 and 5-9 are rejected under 35 U.S.C. 102(b) as 
• anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Fukunaga et al (5,601,228). 

Fukunaga et al (5,601,228) disclose solder-precipitating 
compositions. The compositions contain Sri-Pb alloy powder 
containing an organic acid salt of Pb (Abstract) . The reference 
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specifically teaches the formation of Pb on the surface of the 
Sn-Pb particles (1-20 micron diameter) (Col 3, lines 35-50; Col 
4, lines 66-67), as well as the formation of paste compositions 
from the powder (Col 6, lines 8-19; examples) . The reference 
either specifically or inherently meets each of the claimed 
limitations . 

The reference is anticipatory. 

In the event any minor modifications are necessary to meet 
the claimed limitations, such as variation in film thickness or 
selection of a particular thermosetting resin, such 
modifications are well within the purview of the skilled 
artisan. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Wrezel et al (5,674,326). 

Wrezel et al (5,674,326) disclose solder pastes. The 
pastes comprise a flux containing dicarboxylic acid, am indium- 
containing alloy powder, and an inhibiting agent (Pb, Bi,) 
(Claims; Col 2, lines 25-39) . The reference additionally 
discloses percentages which overlap with those instantly claimed 
(Col 1, lines 23-25; Col 2, lines 37-38). The reference either 
specifically or inherently meets each of the claimed 
limitations . 
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The reference is anticipatory. 

In the event any minor modifications are necessary to meet 
the claimed limitations, such as variation in film thickness or 
selection of a particular thermosetting resin, such 
modifications are well within the purview of the skilled 
artisan. 

Claims 1-4 and 6 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Yamaguchi et al (5,962,133). 

Yamaguchi et al disclose In or Bi -coated solder particles 
(Abstract; Col 3, lines 21-35; Col 7, lines 15-25). The 
reference either specifically or inherently meets each of the 
claimed limitations. 

The reference is anticipatory. 

In the event any minor modifications are necessary to meet 
the claimed limitations, such as variation in film thickness or 
selection of a particular thermosetting resin, such 
modifications are well within the purview of the skilled 
artisan. 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 
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Applicant is reminded that any evidence to be presented in 
accordance with 37 C.F.R. 1.131 or 1.132 should be submitted 
before final rejection in order to be considered timely. 

The remaining references listed on forms 892 and 1449 have 
been reviewed by the examiner and are considered to be cumulative 
to or less material than the prior art references relied upon in 
the rejection above. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is 703 308-1088. The examiner can 
normally be reached on Monday - Thursday from 8:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Yogendra Gupta can 
be reached on 703 308-4708. The fax phone number for the 
organization where this application or proceeding is assigned is 
(703) 872-9306. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703 308-0661. 

<S2*\~tl6. 

Mark Kopec 
Primary Examiner 
Art Unit 1751 
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September 25, 2003 



